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The opinion in support of the decision being entered today
(1) was not witten for publication in a | aw journal and
(2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

! Application for patent filed Novenber 3, 1993.
According to appellant, this application is a continuation of
Application 07/969,557 filed Cctober 30, 1992, which is a
conti nuati on of Application 07/750,955 filed August 28, 1991,
bot h abandoned.
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This is an appeal fromthe final rejection of Cains
22-25, which constitute all the clains remaining in the
appl i cation.

Claim 25 reads as follows:

25. A nethod for playing nusical notes utilizing a
plurality of hand bells, each said hand bell being narked by a
col or corresponding to the particular nusical note produced by
said hand bell, and a plurality of nmeans for displaying only a
singl e conbi nation of said colors corresponding to a single
nmusi cal note or a single nusical chord, said plurality of
nmeans for displaying conprising a deck of cards, each said
card having a front side and a back side and wherein at | east
one said color is displayed on said front side; said nethod
conprising the steps of:

a. displaying said front side of a first said card
fromsaid deck for a first period of tine while not displaying
any other said card in said deck during said first period of
tinme;

b. activating each said hand bell having a col or
corresponding to said conmbination of said colors displayed on
said first card and playing said note during said first period
of tine;

c. ceasing to display said first card i nmedi ately
after said first period of tine |apses;

d. ceasing to activate each said hand bell having a
col or corresponding to said conbination of said colors
di spl ayed on said first card i mediately after said first card
ceases to be displayed;

e. displaying said front side of a second said card
fromsaid deck for a second period of tinme while not
di spl ayi ng any other said card in said deck during said second
period of tine;
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f. activating each said hand bell having a col or
corresponding to said conmbination of said colors displayed on
said second card and playing said note during said second
period of tine;

g. ceasing to display said second card i medi ately
after said second period of tine |apses; and

h. ceasing to activate each said hand bell having a
col or corresponding to said conbination of said colors
di spl ayed on said second card imedi ately after said second
card ceases to be displ ayed.

The Exami ner’s Answer cites the following prior art:

Chut e 3,027,794 Apr. 3,
1962
Sasaki et al. (Sasaki) 4,213,372 Jul . 22,
1980 Seari ng 4,819, 539 Apr .
11, 1989

OPI NI ON
Caim25

Claim 25 involves a nethod for playing a sequence of
musi cal notes on hand bells by displaying a sequence of cards
col or-coded to match colors on the hand bells. Caim25
stands rejected under 35 U.S.C. 8 103 as bei ng unpatentable
over Searing in view of either Chute or admtted prior art.

Searing discloses a nethod of teaching a student to
play a nusical instrunment. A teacher holds up a sequence of

cards such as those shown in Figure 3. Each card is shown
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havi ng a synbol corresponding to a nusical note. A student

pl ays on a nusical instrunment the note represented by the

di spl ayed card. Colum 8, lines 50-61. |In effect, a sequence
of cards is used as the witten score.

Chute teaches that a witten score should have each
note indicated by a different color so that a student can
easily learn to play color-coded hand bells. Colum 2, line
72 through colum 3, line 4.

The admtted prior art teaches a nethod simlar to
Chute in which a teacher points to the colored notes on a
| arge chart and the students play the col or-coded bells
corresponding to the colored notes. Specification at 2, lines
12-18.

According to the exam ner, one of ordinary skill in
the art was notivated to use colors instead of synbols on
Searing’s cards in order to easily play bells as suggested by
Chute. Exam ner’s Answer at 5. Appel | ants argue that
Searing’s nethod is only applicable after basic scale
I nstruction has been conpleted, which is not in accordance
with the limtations required in Caim25. Appeal Brief at 8.

W agree with the exam ner.
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The nere fact that the prior art may be nodified in
t he manner suggested by the Exam ner does not make the
nodi fi cati on obvious unless the prior art suggested the
desirability of the nodification. In re Fritch, 972 F. 2d
1260, 1266 n.14, 23 USPQ2d 1780, 1783-84 n.14 (Fed. Cr
1992). In the present case, the prior art suggests the
desirability of the nodification.

Chut e suggests using color-coded bells for playing a
sequence of notes because such bells are easy to play and
easily adapted. Colum 1, lines 17-42. Thus, the prior art
as a whol e suggested using color-coded bells as the “other
musi cal instrunment” contenplated by Searing s card nethod.
Searing at colum 8, lines 50-61. Replacing Searing s synbols
with colors that nmatch col or-coded bells as suggested by Chute
or the admtted prior art results in the subject nmatter of
Cl ai m 25.

The affidavits of Carlington and Wnston do not tip
the balance in favor of patentability. Wnston speaks of
dramatic results but does not say whether they were
unexpected. Carlington says that the clainmed teaching system

is not conmercially available and that she would buy it if it
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were. However, there is no evidence of a long felt need in
t he market.

Thus, the rejection of Aaim25 will be sustained.
Cains 22 and 23

Clainms 22 and 23 cover a nusic teaching systemin
which at | east one card has a plurality of colors on its face.
These clains stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Searing in view of either Chute or admtted
prior art.

According to the exam ner, the ordinary artisan
woul d have been notivated to nodify Searing by including nore
than one color indicia on a single card for the purpose of
produci ng nore than one note. Exam ner’s Answer at 5.
Appel | ants argue that Searing teaches away fromnultiple
indicia. Appeal Brief at 9. W agree with appell ants.

Searing teaches that nultiple notes correspond to
mul tiple cards each with a single indicium not to a single
card with nultiple indicia. Colum 8, lines 57-61. The
exam ner has identified nothing in the cited art suggesting

t he opposite approach as cl ai ned.
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Therefore, we will not sustain the rejection of
Cains 22 and 23.

Cl aim 24

Claim 24 covers a nusic teaching systemin which a
comput er screen displays a sequence of colors that nmatch
col or-coded handbells. The claimstands rejected under 35
U.S.C. 8 103 as being unpatentabl e over Sasaki in view of
either Chute or admitted prior art.

According to the examiner, it should be readily
apparent to one skilled in the art that Sasaki can be adapted
to be used with hand bells. Examner’s Answer at 6.
Appel | ants argue that Sasaki’s apparatus plays the note
di spl ayed and does not teach displaying an indiciumto elicit
a note froman instrunent player. Appeal Brief at 15. The
exam ner responds by pointing to Sasaki’s Background secti on.
Exam ner’s Answer at 10. W agree with appellants.

Sasaki’s Background describes a prior nethod for
| earning nusic in which a nusic tune was reproduced using
musi cal instrunents. Sasaki says that such net hods had
difficulties that are overcone by Sasaki’s nethod in which the

music i s reproduced not by instrunents but by a conputer. The
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conmputer displays in staff notation the nusic being played by
t he conputer

We di sagree with the exam ner’s finding that Sasak
suggests di splaying an indiciumon a conputer screen to elicit
a note froman instrunent player. Because that finding is at
the heart of the rejection and the other references do not
overcone the deficiency, we will not sustain the rejection of
cl aim 24.

CONCLUSI ON

The rejection of claim25 is sustained. The

rejection of clainms 22-24 is not sustained.
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No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
1.136(a).
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